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DECISION ON APPEAL 

This is a decision on the appeal from the final rejection of 
claims 1-4, 6-16, and 18-36, which are all of the claims pending 
in the present application. Claims 5 and 17 have been canceled. 
An amendment filed September 23, 2002 after final rejection was 
denied entry by the Examiner. 
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The claimed invention relates to inventory management 

including the verification that articles, which have been 

physically grouped by a manual or automated grouping process into 

a physically grouped order, belong to the physically grouped 

order. The verification operation includes the scanning of 

unique identifier codes on tags associated with the articles to 

determine that the articles belong in the physically grouped 

order. A positive indication is provided to an operator if the 

scanned unique code does not correspond to an article that 

properly belongs in the physically grouped order. 

Representative claim 1 is reproduced as follows: 

1 . A method of inventory management comprises : 

verifying that articles, which were physically grouped by a 
manual or automated grouping process into a physically grouped 
order, belong to the physically grouped order: 

examining codes on tags by scanning unique identifier codes 
on the tags, each tag associated with one article in the group to 
determine that the article belongs in the grouped order; 

positively indicating to an operator if the scanned unique 
sequential code does not correspond to an item that belongs in 
the grouped order. 

The Examiner relies on the following prior art: 

Amacher et al . (Amacher) 4,716,281 Dec. 29, 1987 

Markman 5,794,213 Aug. 11, 1998 
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Claims 1-4, 6-16, and 18-36, all of the appealed claims, 
stand finally rejected under 35 U.S.C. § 103(a). As evidence of 
obviousness, the Examiner offers Markman alone with respect to 
claims 1-4, 6-16, 18-27, and 34-36, and adds Amacher to Markman 
with respect to claims 28-33. 

Rather than reiterate the arguments of Appellant and the 
Examiner, reference is made to the Brief (Paper No. 26) and the 
Answer (Paper No. 27) for the respective details. 

OPINION 

We have carefully considered the subject matter on appeal, 
the rejection advanced by the Examiner and the evidence of 
obviousness relied upon by the Examiner as support for the 
rejection. We have, likewise, reviewed and taken into 
consideration, in reaching our decision, Appellant's arguments 
set forth in the Brief along with the Examiner's rationale in 
support of the rejection and arguments in rebuttal set forth in 
the Examiner's Answer. 

It is our view, after consideration of the record before us, 
that the evidence relied upon and the level of skill in the 
particular art would have suggested to one of ordinary skill in 
the art the invention as set forth in claims 1-4, 6-16, and 18- 
36. Accordingly, we affirm. 
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Appellant's arguments in response to the Examiner's 
rejection of the appealed claims are organized according to a 
suggested grouping of claims indicated at page 7 of the Brief. 
We will consider the appealed claims separately only to the 
extent separate arguments for patentability are presented. Any 
dependent claim not separately argued will stand or fall with its 
base claim. Note In re King . 801 F.2d 1324, 1325, 231 USPQ 136, 
137 (Fed. Cir. 1986); In re Sernaker . 702 F.2d 989, 991, 217 USPQ 
1, 3 (Fed. Cir. 1983) . Only those arguments actually made by 
Appellant have been considered in this decision. Arguments which 
Appellant could have made but chose not to make in the Brief 
have not been considered [see 37 CFR § 1.192(a)] . 

With respect to the Examiner's 35 U.S.C. § 103(a) rejection 
of independent claim 1, the representative claim for Appellant's 
first suggested grouping (including claims 1, 2, 11-14, 23, 24, 
34-36) based on the Markman reference. Appellant contends that 
the Examiner has failed to establish a prima facie case of 
obviousness since all of the claim limitations are not taught or 
suggested by the applied prior art. We do not find Appellant's 
arguments to be persuasive for the reasons which we set forth 
infra . 
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Initially, we find no error in the Examiner's analysis 
(Answer, pages 3 and 7) which, in our view, correctly establishes 
correspondence between the claimed physical grouping of articles 
and that disclosure of Markham (column 5, lines 23-47; column 10, 
line 66 through column 11, line 13) which describes the physical 
grouping of articles as presented by a customer of a dry cleaning 
establishment. We do not necessarily disagree with Appellant's 
assertion (Brief, page 10) that, unlike the disclosed 
verification method which operates on grouped articles to verify 
a correct grouping, Markman's system operates on ungrouped 
articles to assemble them in the correct grouping. It is the 
claimed invention, however, which is before us on appeal. It is 
apparent to us that, from Markman's disclosure, the verification 
of the correctness of the group assembling operation at the 
output side of the dry cleaning process relates to a physical 
grouping performed at the customer input side. We find no claim 
language which precludes the physical grouping from taking place 
at the input side of the dry cleaning process. 

Further, notwithstanding Appellant's arguments (Brief, pages 
9 and 10) to the contrary, our own independent review of Markman 
reveals that the described operation of the signal light 
indicators 92 associated with the storage locations 84 provides a 
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positive indication to an operator that a scanned item does not 
belong to a particular grouped order. Upon our review of 
Appellant's specification, we fail to find any definition of the 
term "positive" that is different from the ordinary meaning. We 
note that the definition most suitable for "positive" as set 
forth in Webster's Ninth New Collegiate Dictionary^ is "... c: 
fully assured: CONFIDENT." It is apparent to us that, from the 
disclosure of Markman, when an operator performs a scanning 
operation while assembling items belonging to a customer's 
presented grouped order (as signified by the lighting of an 
indicator 92 above a first storage location associated with a 
particular grouped order) , the lighting of an indicator 92 over a 
different location provides a positive indication to the operator 
that the scanned item does not belong in the first grouped order. 
With the above discussion in mind, it is apparent to us that 
all of the elements recited in representative claim 1 are in fact 
present in the disclosure of Markman. A disclosure that 
anticipates under 35 U.S. C. § 102 also renders the claim 
unpatentable under 35 U.S. C. § 103, for "anticipation is the 
epitome of obviousness." Jones v. Hardy , 727 F.2d 1524, 1529, 



A copy is enclosed along with this decision. 
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220 USPQ 1021, 1025 (Fed. Cir. 1984) . See also In re Fracalossi , 
681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); In re Pearson , 
494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974). Accordingly, 
we sustain the Examiner's 35 U.S.C. § 103(a) rejection, based on 
Markman, of representative claim 1, as well as claims 2, 11-14, 
23, 24, and 34-36 which Appellant has chosen to let stand or fall 
with claim 1, and claims 25 and 26 not separately argued by 
Appellant . 

We also sustain the Examiner's 35 U.S.C. § 103(a) rejection, 
based on Markman, of representative dependent claim 3, as well as 
claims 10, 15, 22 which fall with claim 3 in accordance with 
Appellant's grouping. Appellant's argument in response (Brief, 
page 11) to the Examiner's rejection of claim 3 directs attention 
to the illustration in Figure 3 of Markman and asserts that, in 
contrast to the claimed invention, the bar codes 50 do not 
provide unique sequential identification since each group 
receives the same bar code. We do not find this argument to be 
persuasive. While we don't necessarily agree with the Examiner's 
proffered interpretation (Answer, page 3) of the term 
"sequential," there is no language in appealed claim 3 that 
requires sequential identification in the form of bar codes, 
rather, the claim requires only sequential identification in 
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"machine readable format" . In our view, the sequential numbers 
(1, 2, 3, 4) appearing on tags 34 in Figure 3 of Markman are 
clearly capable of being read by a machine, i.e., they are 
machine -readable as claimed. We would also point out that the 
step of "scanning," the only positively recited method step in 
claim 3, is not required to be performed by machine. 

Turning to a consideration of the Examiner's 35 U.S.C. 
§ 103(a) rejection, based on Markman, of representative claim 4 
(and claims 6, 16, and 18 which fall with claim 4) , and 
representative claim 7 (and claims 8, 9, 19, and 21 which fall 
with claim 7), we sustain this rejection as well. With the above 
discussion of the feature of "unique sequential identification" 
appearing in claim 3 in mind, it is our view that Markman' s 
examination of the sequential codes on the tags 32 to determine 
whether articles are a part of a group (appealed claim 4) or 
correspond to a first item that belongs in a group (appealed 
claim 7) as discussed at column 8, lines 19-55 of Markman 
satisfies all of the claimed requirements. 

We also sustain the Examiner's 35 U.S.C. § 103(a) rejection 
of claim 27 which is directed to the feature of utilizing 
permanent labels on articles to determine the association with 
members of a group. We find no specific definition in 
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Appellant's specification of the term "permanent" that would 
distinguish over the permanence of labels attached to items, for 
example, by the heat sealing process discussed at column 7, line 
31 of Markman. We also note that Markman, at column 11, lines 
43-46, discusses the examination and association of permanent 
labels on articles with members of a particular group of 
articles . 

Lastly, we also sustain the Examiner's 35 U.S. C. § 103(a) 
rejection of dependent claims 28-33 based on the combination of 
Markman and Amacher. With respect to Appellant's arguments in 
response, it is our view that the arguments unpersuasively focus 
on the individual differences between the limitations of claims 
28-33 and the Markman and Amacher references. It is apparent, 
however, from the Examiner's line of reasoning in the Answer, 
that the basis for the obviousness rejection is the combination 
of Markman and Amacher. One cannot show nonobviousness by 
attacking references individually where the rejections are based 
on combinations of references. In re Keller , 642 F.2d 413, 425, 
208 USPQ 871, 881(CCPA 1981); In re Merck & Co.. Inc. , 800 F.2d 
1091, 1096, 231 USPQ 375, 380 (Fed. Cir. 1986). 

In other words, while Appellant contends (Brief, pages 12 
and 13) that Amacher lacks a teaching of a verification process. 
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it is our view that such "verification" feature is taught by 
Markman for all of the reasons discussed supra . Similarly, while 
Appellant contends that Markman lacks a teaching of indicating 
when a scanning process starts successfully, ends successfully, 
or ends unsuccessfully, this teaching is clearly provided by 
Amacher . 

In summary, we have sustained the Examiner's 3 5 U.S.C. 
§ 103(a) rejection of all of the claims on appeal. Therefore, 
the decision of the Examiner rejecting claims 1-4, 6-16, and 18- 
36 is affirmed. 
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No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 
§ 1. 136(a) . 



AFFIRMED 




JERRY SMITH 

Administrative Patent Judge 




BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



Administrative Patent Judge 




ALLEN R. MAC DONALD 
Administrative Patent Judge 



JFR/dal 
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DOS.i.tro.ni.um Vpaz-3-'tr6-ne-3m\ n [positron + turn] (1945) • a short- 
-lived system suggestive of an atom and analogous to the hydrogen 
atom consisting oT a positron and an electron bound together 
pos.se Vpas-e\ n [mC dossc comitatus, lit., power or authoniy of he 
countyY(l645) I : a I^rge group often with a common interest 2 : a 
body o persons summoned by a sheriff to assist m preserving the pub- 
Urpcace usu. in an emergency 3 : a group of people temporarily orga- 
nized to make a search (as for a lost child) u^„^ 
pos.sess \p3-*zes also -'sesN vt [ME possessen. fr. MF P""'-^ ^'^.^ 
Vssession of. take possession of. fr. L posscssus pp^ JitffTsc) i a 
Doiis able, in power sedere to sit — more at POTENr. bt r] (1 5c) l a 
: to instate as owner b : to make the owner or holder - used m 
passive construction to indicate s.mnle POS^^^'"" <r J^, ^^/'^l^^^^^ 
^-ed of knowledge and expenence) 2 a: to have and hold as prop- 
erty : OWN b : to have as an attnbute. knowledge, or skill 3 to 
take into one's possession b : to enter into and control firiTily : DOMi^ 
NATE (was -eJ by demons) c : to bnng or cause to fa ! under the 
innuence. possession, or control of some emotional or intellectual reac- 
tion (melancholy -es her) 5yn see have -pos.sess.orn 
pos-sesscd adj (1595) I obs : held as a possession 2 a (1) . mt u- 
enced or controlled by something (as an ev.l spirit or a passion (2) 
• MAD crazed b : urgently desirous to do or have something 3 
; s"^.?:possESSED. CALM - pos-sessed-ly \-'^es-.d-le,,-'-zes-tle a^o - ses-\ 
adv — pos-sessed.ness \-'zes-9d-n3S. - zest-n3s also • ses- & - sest-\ n 
DOS-ses-slonVzesh-^n. a/so -'sesh-\n (14c) 1 a : the act of having o 
'^Uking nto control b : control or occupancy of property without 
egLrd S ownership c : ownership 2 : something owned, occupied 
or controlled : PROPERTY 3 a : domination by something (as an evil 
S^iri° a Pas^^^ or an idea) b : a psychologica state 'n which an 
ii^dividuaVs normal personality is replaced by another c : the fact or 
condition of being self-controlled pos-ses-sion-al \- zesh-nai. -an- 1 

'pos°si^tve \pi-'zes-iv also -'ses-N adj (1530) 1. : of. relating to or 
cons^utlng a word, a word group, or a grammatical case hat denotes 
ownSp or a relaiion analogous to ownership 2 : rnamfestmg pos- 
session or the desire to own or dominate — pos-ses-sive-iy adv — pos- 

^po«essivTn%"^ 1 a : the possessive case b : a word in the pos- 
sessive case 2 : a possessive word or word group 

possessive adjective n (1870) : a pronominal adjective expressing pos- 

poSTive pronoun n (1530) : a pronoun that der-ives from a personal 
pronoun and denotes possession and analogoijs^^ 

pos.ses.so.ry \p3-'zes-(3-)re also -'sesA adj 0 586) 1 : oU ansing trorn. 
or hrving the nature of possession 2 : having possession 3 : charac- 

poTsi^te™ : a hot drink of sweetened 

and spiced milk curdled with ale or wine r.,^, 

pos.si.bil.i.ty \.pas.3-'bil.3t-e\ n..pl -ties (14c) the condition or fact 
of being possible 2 : something that is possible 3 archaic . one s 
utmost power, capacity, or ability 4 : potential or prospective value 
— usu. used in pi. (the house had great posstbiltties} 

pos.si.bIe Vpas-3-b3l\ adj [ME. fr. MF. fr. L possibitis. fr. pox..e to be 
able. fr. potis, pote able -f esse to be — more at potent, is] ( . a 
■ being within the limits of ability, capacity, or realization b : being 



what may be done or may occur according to nature, custom, or ma,; 
ners 2a- being something that may or may not occur b : han 
something that may or may not be true or actual (- ^^P^'^n^Uon) , 
: having an indicated potential (a — housing sue) — pos-M-bly Vblf 

°SVn POSSIBIE. PRACTiCAiiLE. rE.\SJBLE mean Capable of being rcalu^,; 

POSSIBLE implies that a thing may certainly e.xist or occur given th 

proper conditions; practicable implies that something may be c;ui!. 

or readily effected by available means or under current condition. 

FEASIBLE applies to what is likely to work or be useful in attaining (}, 

end desired. 
DOS-sum Vpas-3m\ .i (161 3) : OPOSSUM 

'post Vpost\ n [ME, fr. OE. fr. L postts: akin to Gk pro before and tot;. 
hisiasthai to stand — more at FOR. stand] (bef. I 2c) 1 : p,ca- (;iv >. 
timber or metal) fi-xed firmly In an upright position csp. ;is a st;iy 
support : PILLAR. COLUMN 2 : a pole or stake .set up lo murk or i,ul! 
cate something; esp : a pole that marks the starting or hnishms pct- 
of a horse race 3 : a metallic fitting attached to an electrical ilcviaM.i 
a storage battery) for convenience m making connections 4 : com 

^pos[ V/ (1650) 1 : to affix to a usual place (as a wall) for puhii,- notice 
: PLACARD 2 a : to publish, announce, or advertise by or :ts if by us 
of a placard b : to denounce by public notice c : to cnici on :i nubli 
listing d : to forbid (property) to trespassers under pcn.iity of kg. 
prosecution by notices placed along the boundaries e : st nki: 
Jpost n [MF poste relay station, courier, fr. Oil posia rcta> si:,iio„. | 
fem. of posto. pp. of porre to place, fr. L ponerc — more :ii losnun 
(1507) 1 obs : courier 2 archaic a : one of a series ot siatuMu !,« 
keeping horses for relays b : the distance between any two such con 
secutlve stations : ST.aGE 3 chiejly Brit a: a nation's organi/mitm fm 
handling mall; also : the mail handled b : a single dispaicli of mail t 
: POST OFFICE d : POSTHOX 
*post v[ (1 533) I : to travel with post -horses 2 : txt ndc or i ravel will 
haste : HURRY 3 : to rise from the saddle and return to ii in rliythn 
with a horse's trot ^ v( 1 archaic : to dispatch in basic 2 : mah (- 
a letter) 3 a : to transfer or carry from a book ol on.^inat entry iq.> 
ledger b : to make transfer entries in 4 ; to make faimUar wiih. 
subject : inform (kept her --^ed on the latest gossip) 
5postadv(1549): withnosi-horses: E.XPRE.SS 

*post n [MF poste. fr. Olt posto. fr. pp. of porrc to placcMI5^^^) I * 

• the place at which a .soldier is stationed: csp : a scniry K-at ortU 
tion h : a station or task to which one is assigned c : ilic rl«w »' 
which a body of troops is stationed : CaMP d : a neat ^'l^';;'^'''" tj* 
veterans' organization c : one oi two bugle calls >'<*''''^^^:7>'^ 
British Army) at tattoo 2 a : an office or posiiioi. u- " P^^J 
is appointed b : a player position m basketball that .s ' ^ 
of the offense; specif : pivot 2b 3 a : traoino pom. m.mi lmcVT,1> 

• a trading station on the floor of a stock exchange^ 
Tpost w (1683) I a: to station ni a given place ^l^u._lrJ^^va^^^ 

the doors) b : to carry ceremoniously to a pusitinn 
2 chiejly Brit : to assign to a unit. j?osition or location (as m iiw.^ 



tary or civil service) 3 : to put up (as bondJ 
post- prefix [ME, fr. L. fr. post; akin to Skt pasca '^^"^ ; 
awav from — more at OF] 1 a : after : subsetiuent : '""^"^ 
bT behind : posterior : fallowing after <P^^'^^^^i><r^'';^:;^^ 
a : subsequent to : later than (perioperative) Q)ost-l lu.io«o» 
: posterior to (posforbital) 

p«s(-mat.in(t 

posl-mid-nintit 
post-mnrtil 
post-nconi-t»l 

posl-phlrbi'df 
poNl-poMi-nt-tM. 

post.pri-fWX 1 
post.prii^'B 

po'.l-p"-***** 
post-race 
poM-rc-Cf^^j 



post-abor-tion 
pDst-ac*ci-dent 
po5t-ad-o*les.cent 
post-am-pu'ta-tion 
post-ar*rest 
post-atom-ic 
po5t-at-tack 
post-au'dit 

post-bac-ca-lau-re-ate 
post'bach«€'lor 
post-base 
post-bib-li-cal 
post-bour*geois 
post-burn 
post-cap-i-tal-tst 
post-chlo-ri-na-tion 
post-ChriS'tian 
post-civ-i-li-za-tion 
post-civ-i«lized 
post-co-ital 
post-col-lcge 
post-coMc-giate 
post-co-lo-nial 
post-con-cep-tion 
post-con -cert 
post-con-quest 
post-con-so-nan-tal 
post-con-ven-tion 
post*cop«u-la>to-ry 
post-cor-o-nary 
post-coup 
post'Cri-sis 

post.crys*tal-H'za-tion 

post-Danwin-ian 

postKlead-line 

post-de*bate 

post-deb>u-tante 

post-de-liv-cry 

post-de-pcsi-tion-al 

post>de>prcs-sion 

post-de-val-u-a-tion 

post-dive 

post-drug 

post-ed-it-ing 

post-ed-u-ca-tion-al 



post-elec-tion 
post*em-bry-o-nal 
post-em-bry-on-ic 
post-emer-gen-cy 
post-en-ceph-a-lit-ic 
post-ep-i-lcp-tic 
post-«rup-tive 
post-ex -er-cise 
post-ex -pe-ri-encc 
post-ex-per-i-men-tal 
post-cx-plo-sion 
post-ex-po-sure 
post-fault 
post-flight 
post-frac-ture 
post-freeze 
post-Freud-ian 
post-game 
post-gla-cial 
post-grad'U-a-tion 
post'har-vest 
post-heat 

post-hem-or-rhag-tc 

post-hi'ber.na-tion 

post-hoS'pi-tal 

post-hu-man 

post-im*pact 

post-im-pe-rt-al 

post-in-au-gu-ral 

post-in-cu-nab-U'la 

post-in-dc-pcndcnce 

post'in-dus-tri-al 

post-in-fec-tion 

post-in-jec-tion 

post-in^cu-la.tion 

post-ir-ra^i-a-tion 

post-isch-etnic 

post-iso-la-tion 

post'tand-ing 

post-lar-val 

post-launch 

post.lib^r-a-tion 

postliter-atc 

postmar-i-tal 

post.mas.tec.tf>.m> 



Hi i- , 



p<tst-i 
post-i 

jxisl-r' 

p(rtl-* 
pfrti'* 



pfi*l'tt(« 
p,rtlH* 

p<Tft-»yJi^ 

port^Jj^ 
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